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REMARKS 

Claims 1-27 are pending in the application. Claims 10, 13, and 24 have been 
withdrawn from consideration by the Examiner. Applicants herein amend claims 1-8, 1 1- 
12, 14-23, 25, and 27. Support for the amendments can be found in the specification and 
claims as filed. Support for the amendment of claim 1 and the specification at page 15 to 
read "alkyl" instead of "alkylene" can be found, for example, on page 34, second 
paragraph, wherein "N-[2-(ethoxycarbonylmethyl)aminocarbonyl]oxyethyl] 
hexadecanamide" is described, which includes an alkyl group at the indicated position. 
No new matter has been added. In accordance with the Examiner's request, Applicants 
herein amend the specification to include, as a first paragraph, a status paragraph stating 
that this application is 35 U.S.C. § 371 application. 

Interview 

On March 18, 2004, the undersigned contacted the Examiner for an interview 
request regarding the rejection of claims 1-9, 11,12, 14-23, and 25-27 as allegedly 
improper Markush claims. Applicant discussed the allegedly improper Markush claim 
rejection with the Examiner. Agreement was not reached regarding Markush claims 
acceptable to the Examiner. 

Improper Markush Rejection 

The Examiner rejected claims 1-9, 11,12, 14-23, and 25-27 as allegedly including 
improper Markush claims in the definition of the Ri and R3 variables. The Examiner 
asserted that the compounds lack a common core and are structurally diverse and 
patentably distinct over one another. The Examiner asserted that examining the claims 
would present an undue search burden. 
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In order to expedite prosecution, Applicants herein amend the claims to remove 
reference to thio-based substituent groups in Rj and R3. Applicants amend the claims 
without disclaimer and without prejudice to filing a continuation or divisional 
application. 

Applicants respectfully disagree with the Examiner that the rejected claims 
include improper Markush claims in the definition of the Ri and R3 variables. "In 
determining the propriety of a Markush grouping .... compounds which are grouped must 
each be considered as a whole and should not be broken down into elements or other 
components." In re Jones, 162 F.2d 479, 481 (C.C.P.A. 1947). Further, Applicants 
submit that the Examiner should have considered each of the members of the allegedly 
improper Markush claims as a whole. In re Harnisch, 631 F.2d 716, 722 (C.C.P.A. 
1980) (reversing a board decision for, inter alia, not recognizing that Markush members 
were all dyes). Applicants submit that the challenged claims do not comprise improper 
Markush claims, because they share a common utility and a substantial structural feature 
disclosed as being essential to that utility. MPEP § 803.02. Applicants submit that each 
member of the allegedly improper Markush claims, viewed as a whole, belongs to a class 
of compounds that are covalent derivatives of alkanolamides of monocarboxylic acids 
and dicarboxylic acids functionally active on the CB2 cannabinoid receptor. 

Applicants respectfully disagree with the Examiner that the challenged claims 
comprise improper Markush claims because an alleged undue search burden would be 
placed on the Examiner based on U.S. classification and STN/CAS searching. "[T]he 
fact that different fields of search are involved does not established that the Markush 
group is improper." Ex parte Brouard, Leroy, and Stint, 201 U.S.P.Q. 538, 539 (Bd. 
App. 1976). For the reasons stated above, Applicants submit that the challenged claims 
comprise proper Markush claims. Accordingly, Applicants request reconsideration and 
withdrawal of the rejections based on allegedly improper Markush claims. 
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Claim Objections 

The Examiner objected to claims 108, 11-17, 20-22, 25, and 27, asserting that the 
R variables should contain subscripts, and that the claims contain three typographical 
errors. 

Applicants have amended the claims to include R variables with subscripts. 
Applicants have also remedied the typographical errors. These amendments add no new 
matter. Applicants respectfully request entry of these amendments and withdrawal of the 
objections. 

Claim Rejections Under 35 U.S.C. § 112, Second Paragraph 

The Examiner rejected claim 18 as allegedly indefinite, asserting it is a substantial 
duplicate of claim 1, indicating that statements of intended use do not normally 
patentably distinguish product claims. 

Applicants have amended claim 18 to include a method for treating certain 
claimed processes or conditions, comprising administering a pharmaceutically effective 
amount of a compound of Claim 1 . Accordingly, Applicants request reconsideration and 
withdrawal of the rejection of Claim 18. 

Conclusion 

In view of the foregoing amendments and remarks, reconsideration and allowance 
are respectfully requested. 

No fee is believed to be due with respect to the filing of this amendment. If any 
additional fees are due, or an overpayment has been made, please charge, or credit, our 
Deposit Account No. 11-0171 for such sum. 
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If the Examiner has any questions regarding the present application, the Examiner 
is cordially invited to contact Applicant's attorney at the telephone number provided 



below. 



Respectfully submitted, 




Tor Smeland 
Registration No.: 43,131 
Attorney for Applicants 



Kalow & Springut LLP 
Telephone No.: (212)813-1600 



